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DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U S.C. 8§ 134 from
the examner’s refusal to allow clains 1 through 10, which are
apparently all of the clains remaining in the above-identified

application.?

' In response to the final Ofice action of July 15, 1996
(paper 8), the appellant submtted an anendnent under 37 CFR
8§ 1.116 (1981) on April 17, 1997 (paper 12), proposing changes
to claims 1-3 and 10 and the cancellation of clains 11 and 12.
Al t hough the exam ner did not issue an advisory action expressly
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The subject matter on appeal relates to a food covered with
a filmconprising at | east one |ayer, wherein the |ayer includes
an et hyl ene pol yner having the recited properties. According to
t he present specification, the ethylene polyners having the
recited properties clainms are made by a certain polynerization
process using particular netall ocene catal ysts and, when
converted into films, exhibit "not only excellent physical
properties, such as bal anced tear resistance and hi gher dart
drop inpact, but also...superior water vapor transm ssion rates
[W/TR]..." (Page 3, lines 13-17; page 4, lines 6-9; Figure I|.)
In addition, it is said that the recited ethyl ene polyners are
characterized by narrower nol ecul ar weight distribution and
| ower volatiles as conpared to resins nmade from conventi onal

Ziegler-Natta catalysts. (Page 5, lines 9-13; page 12, line 31

to page 13, line 10.) Further details of this appeal ed subject
matter are recited in illustrative clains 1 and 10 reproduced
bel ow

1. A food covered with a filmsaid film
conprising at |east one layer, said filmincluding an
et hyl ene pol yner, said ethylene polymer having a

i ndi cating whet her the proposed anmendnent was entered, we note
that the exam ner agrees with the appellant's statenents
regarding the status of the clainms and status of amendnments
after final rejection. (Appeal brief, p. 1; exam ner's answer,
p. 2.) It is clear, therefore, that the exam ner has entered
t he proposed anmendnent.



Appeal No. 1998-1005
Application No. 08/362,042

density in the range of from about 0.935 g/cn? to about
0.965 g/cn? and a WTR up to about 0.54 g/ 100 in? 24

hrs./ml;

wherei n said ethyl ene polynmer has an M/ M,

| ess than about 2.5, said ethyl ene pol yner having
vol atile |l evel s not exceeding 100 wppm of < Cy, and
not exceedi ng 10 wppm of hexadecene.

i)
i)
i V)
v)

Vi)

vii)

The exam ner relies on the followng prior art references

A food consisting essentially of;

a food; and

a package covering and in contact with said
food, said package including a polyethyl ene,
sai d pol yet hyl ene havi ng:

a density in the range of from about 0.935
g/ cn? to about 0.965 g/cni;

a WTR up to about 0.54 g/ nf/24hr/mil:

a M/M, up to about 3;

a M/M, | ess than about 2;

a Mua/ My in the range of fromabout 1.4 to
about 1.9;

a < Go volatiles content |ess than about 75
wppm and

a hexadecene vol atiles content |ess than
about 7.5 wppm

as evidence of unpatentability:

Now i n 4,833, 111 May 23, 1989

Wel born, Jr. et al. 5,084, 534 Jan. 28, 1992
(el bor n)

Nor dness et al 5, 089, 308 Feb. 18, 1992

( Nor dness)

The W1 ey Encycl opedi a of Packagi ng Technol ogy 313-14

(Marilyn Bakker ed., 1986) (Packagi ng Technol ogy).

Clains 1 through 10 on appeal stand rejected under

35 U.S.C. § 103(a) as unpatentable over Welborn in view of
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Nor dness, Now i n, and Packagi ng Technol ogy. (Exam ner’s answer,
pages 4-6.)

We reverse this rejection.

Wel born descri bes ethyl ene pol yners produced by
pol ymeri zi ng et hyl ene, either alone or in conbination with other
nmononers such as al pha-olefins, in the presence of a catalyst
conposition conprising at |east a cycl opentadi enyl -transition
nmet al conpound and an al um noxane at el evated tenperatures and
pressures. (Columm 3, lines 17-30.) |In Tables | and 11
Wl born descri bes working exanpl es of ethyl ene pol yners having
densities within the range recited in the appeal ed cl ai ns.
Further, Wel born teaches that the polynmers have nol ecul ar wei ght
distributions (M/M,) typically from1.5 to 3.0 and that these
pol ymers "are capable of being fabricated into a wide variety of
articles, as is known for honopol yners of ethylene and
copol yners of ethylene and hi gher al pha-olefins.” (Colum 8,
[ines 12-28.)

As admitted by the exam ner (exam ner's answer, page 4),
Wl born does not disclose a food covered with a filmor
packagi ng including an ethyl ene polynmer having the recited

conbi nati on of properties. To account for this difference, the
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is a G-Cyp alkyl group, Xis d, Br or I, andy is 1 or 2.
(Colum 3, line 66 to colum 4, line 21; colum 4, |ines 41-43.)
Packagi ng Technol ogy teaches that high density polyethyl ene
can be fabricated into filns for packagi ng cereals, crackers,
and snack foods. (Pages 313-14.) |In Figure 2, Packaging
Technol ogy teaches that WTR decreases with increasing density.
The exam ner states:
It woul d have been obvious for one of ordinary
skill in the art at the tinme of the invention to use
the Wl born et al. polyners to fabricate filns to be
used in conjunction with food products because
et hyl ene polyners are well known packaging material s
for food products as taught by the textbook [Packagi ng
Technol ogy] .
(Exam ner's answer, page 5.)
The exam ner further contends:
As to the properties clained, the polyners
di scl osed by Wel born et al. are made using the sane
catalyst, starting material and process as the clained

pol ymer; thus, it is inherent the polyners will have
the sane properties as clainmed.

(rd.)
The problemw th the exam ner's anal ysis regarding
i nherency, however, is that the appellant is not nerely claimng

an ethylene polyner. Here, Wl born does not teach an ethyl ene

[sic, ethylene vinyl acetate copolyner]."” (Exam ner's answer,
. 5.)



Appeal No. 1998-1005
Application No. 08/362,042

polymer film or packaging, nuch | ess an ethylene polyner filmor

packagi ng for food with the conbination of recited properties.

Further, none of the other applied prior art references teach a
filmfor food products made from an et hyl ene pol yner having the
conmbi nati on of the properties recited in the appeal ed cl ai ns.
The fact that the recited properties mght be inherent in
foll owi ng the conmbined teachings of the prior art is inmmteri al
if one of ordinary skill in the art did not appreciate or

recogni ze these inherent properties. 1In re Naylor, 369 F.2d

765, 767-68, 152 USPQ 106, 108 (CCPA 1966)("[T] he fact that a
rubbery pol ybut adi ene havi ng high 1,2-addition m ght be inherent
in follow ng the conbined teachings of the prior art is quite
inmmaterial if, as the record establishes here, one of ordinary
skill in the art would not appreciate or recognize that inherent
result.").

For these reasons, we reverse the examner’s rejection
under 35 U.S.C. 8 103(a) of all the appealed clains as
unpat ent abl e over Wel born in view of Nordness, Nowlin, and

Packagi ng Technol ogy.
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The deci sion of the exam ner is reversed.

REVERSED

TERRY J. OVENS
Adm ni strative Patent Judge

BOARD OF PATENT
PAUL LI EBERVAN

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

ROVULO H. DELMENDO
Adm ni strative Patent Judge
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